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DETAILED ACTION 

This action is in response to applicant's amendment filed on November 06, 2006. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art 
are such that the subject matter as a whole would have been obvious at the time the invention was made 
to a person having ordinary skill in the art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

1. Claims 17, 18, and 20 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Lalande (U.S. 5,721,178) in view of Tighe (U.S. 4,704,310). 
In regards to Claim 17, Lalande disclose an in-situ cured laminated business form, 
comprising; a first layer 16 of material having first 17 and second faces (not numbered; 
Column 2, Lines 23 - 28); a second layer 1 1 of material having first 1 5 and second 
faces (not numbered; Column 2, Lines 15 - 20); at least one of said first and second 
layers having a series of die cuts formed therein to create a plurality of removable 
elements 13 (layer 16; Column 2, Lines 28 - 30; Figure 1, Items 13 - 13j) and a 
frangible coating applied to one of said first and second faces of each of said first and 
second layers corresponding to an area covered by said removable elements (Column 
2, Lines 9 - 30, 64 - 66; Column 3, Lines 6 - 8). The examiner considers the coating 
frangible since the pressed sheets can be separated. 

Additionally, in response to the in-situ curing, it is not disclosed how it will be 
done but as long as the assembly is not moving during curing then it is in-situ. The 
procedures that can be executed to accomplish this goal are routine in the art. 
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Furthermore, there is a product by process statement dictating "...cured in-situ by 
treatment energy passed through one of said first and second layers to form a 
laminated..." Even though product-by-process claims are limited by and defined by the 
process, determination of patentability is based on the product itself. The patentability of 
a product does not depend on its method of production. If the product in the product-by 
process claim is the same as or obvious from a product of the prior art, the claim is 
unpatentable even though the prior product was made by a different process. See 
MPEP2113. 

Lalande does not disclose the frangible coating is a UV curable coating. 

Tighe discloses an ultraviolet curable coating 30 in a heat transferable laminate 
(Column 7, Lines 5- 17; Figure 1, Item 30) cured with an H-bulb (Column 12, Lines 50 
- 55). Therefore, it would have been obvious to a person having ordinary skill in the art 
at the time the invention was made to alter Lalande, as modified by Good, and 
substitute Lalande's silicone coating and adhesive 14 with Tighe's release layer 20 and 
ultraviolet curable coating 30 in order to have an alternate option as ultraviolet curing is 
seen as a routine design choice in the art. 

In regards to Claim 18, as applied to Claim 17, it has been held that a recitation 
with respect to the manner in which a claimed apparatus is intended to be employed 
does not differentiate the claimed apparatus from a prior art apparatus satisfying the 
claimed structural limitations. 

The phrases "...used as an apparel, textile tag or combination thereof. " do not 
further limit the claimed and are merely functional/intended use statements not defining 
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any specific structure. It should be noted that it has been held that a recitation with 
respect to the manner in which a claimed apparatus is intended to be employed does 
not differentiate the claimed apparatus from a prior art apparatus satisfying the claimed 
structural limitations. The only requirement is that the prior art reference be capable of 
said intended use. See MPEP 21 14. In this case, the business form assembly of 
Lalande will produce the same business form that is described in Claim 17 of the 
application. 

In regards to Claim 20, as applied to Claim 17, Tighe further discloses that the 
coating composition includes acrylated monomers and oligomers. Tighe discloses that 
the coating 20, which creates a coating composition with coating 30, includes oligomers 
which would also include acrylated monomers (Column 7, Lines 28 - 31 ). 
2. Claims 1 - 6, and 10 - 16 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Lalande (U.S. 5,721 ,178) in view of Good (U.S. 5,728,440) 

and in further view Tighe (U.S. 4,704,310). 

In regards to Claim 1, Lalande discloses a composite form assembly 10, 
comprising; a first layer 16 having first 17 and second surfaces (not numbered), at least 
one of said first and second surfaces capable of receiving printing 17 (Column 2, Lines 
23 - 28, Figure 1, Items 10, 16, and 17). Lalande further discloses the first layer having 
a series of die cuts (Column 2, Lines 36 - 37; Figure 2, Item 26 [process step]) that 
divide said first layer into a number of removable elements 13 (Column 2, Lines 28 - 30; 
Figure 1 , Items 13 - 13j). Lastly, Lalande discloses that the second layer 1 1 having first 
15 and second surfaces (not numbered) (Column 2, Lines 15 - 20) and said second 
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layer is composed of a different material than said first layer (Claim 1 of Lalande); and a 
coating disposed between said first and second layers and provided in the area of at 
least said removable elements (Column 2, Line 24 - 25). The examiner considers each 
independent removable element as a major portion. 

Lalande does not disclose the removable elements having a minor portion with 
said minor portion remaining with a second layer on removal of said major portion. 

Good discloses, the removable elements having a major portion (not numbered) 
and a minor portion 15 with said minor portion remaining with a second layer 19 on 
removal of said major portion (Column 3, Lines 61 - 65; Figure 4, Item 19; Column 4, 
Line 66). Therefore, it would have been obvious to a person having ordinary skill in the 
art at the time the invention was made to incorporate Good's die cut into the major 
portions 13 of Lalande in order to allow for the tag to be attached to clothes and 
consumer products, as taught by Lalande (Column 2, Lines 41 - 45), without having to 
stitch a tag onto an item. 

Lalande modified by Good does not disclose an ultraviolet curable coating. 
Tighe discloses an ultraviolet curable coating 30 (Column 7, Lines 5-17; Figure 1 , Item 
30) cured with an H-bulb (Column 12, Lines 50 - 55). Therefore, it would have been 
obvious to a person having ordinary skill in the art at the time the invention was made to 
alter Lalande, as modified by Good, and substitute Lalande's silicone coating and 
adhesive 14 with Tighe's release layer 20 and ultraviolet curable coating 30 in order to 
have an alternate option as ultraviolet curing is seen as a routine design choice in the 
art. 
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Furthermore, Lalande modified by Good is capable of having one of said first and 
second layers to enable curing energy to pass through and with the modification of 
Tighe the curing energy would form a frangible bond between said first and second 
layers. 

In regards to Claim 2, as applied to Claim 1 , it has been held that a recitation with 
respect to the manner in which a claimed apparatus is intended to be employed does 
not differentiate the claimed apparatus from a prior art apparatus satisfying the claimed 
structural limitations. See MPEP 21 14. 

The phrases "...used as an apparel, textile tag or combination thereof." do not 
further limit the claimed and are merely functional/intended use statements not defining 
any specific structure. It should be noted that it has been held that a recitation with 
respect to the manner in which a claimed apparatus is intended to be employed does 
not differentiate the claimed apparatus from a prior art apparatus satisfying the claimed 
structural limitations. The only requirement is that the prior art reference be capable of 
said intended use. See MPEP 21 14. In this case, composite form assembly of Lalande 
altered by Good is the same composite form that is described in Claim 1. 

In regards to Claim 3, as applied to Claim 1 , Good discloses that the minor 
portion 15 is die cut (Column 3, Lines 61 - 65). 

In regards to Claim 4, as applied to Claim 1 , Lalande further discloses that 
silicone is adhered to the bottom side (not numbered) of the first layer 16 (Column 2, 
Line 24 - 28). 
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In regards to Claim 5, as applied to Claim 1, it is not disclosed in Lalande or 
Good that there is ultraviolet radiation treatment for curing with the use of a gallium or 
H-bulb. 

Tighe discloses an ultraviolet curable coating 30 in a heat transferable laminate 
(Column 7, Lines 5-17; Figure 1, Item 30) cured with an H-bulb (Column 12, Lines 50 
- 55). Therefore, it would have been obvious to a person having ordinary skill in the art 
at the time the invention was made to alter Lalande, as modified by Good, and 
substitute Lalande's silicone coating and adhesive 14 with Tighe's release layer 20 and 
ultraviolet curable coating 30 in order to have an alternate option as ultraviolet curing is 
seen as a routine design choice in the art. 

In regards to Claim 6, as applied to Claim 1 , Lalande discloses that the first and 
second layers are different material and therefore possibly have different thickness. 
Also, Good discloses a thickness for the face stock 1 1 material (7 millimeters), which 
the tag 10 is made from, and the silicone coating (2.0 millimeters) release liner 17 
(Column 4, Lines 54 - 64). Good further discloses that the assembly goes through a 
dryer 27 after having adhesive applied (Column 4, Lines 19 - 23). Lalande modified by 
Good and Tighe disclose the.claimed invention except for the second layer having a 
thickness of no more than about 7 millimeters. It would have been obvious to one 
having ordinary skill in the art at the time the invention was made to have the second 
layer and other layers be of certain sizes, because it has been held that where the • 
general conditions of a claim are disclosed in the prior art, discovering the optimum or 
workable ranges involves only routine skill in the art. 
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In regards to Claim 10, Lalande a discloses peelable laminate 13 having a 
frangible bond, comprising; a first layer 16 having a first thickness and having first 17 
and second surfaces (not numbered) with at least one of said first and second surfaces 
receiving printing 1 7 (Column 2, Lines 23 - 28); a second layer 1 1 with a second 
thickness (Column 2, Lines 15-20) having first 15 and second surfaces (not 
numbered); a coating composition securing said first and second layers one to another 
upon application of a pressure treatment to form a seal, said treatment passing through 
one of said first and second layers to create said seal (Column 2, Lines 15 - 28); and 
said first layer having a series of die cuts provided therein, said die cuts producing 
separable tags (Column 2, Lines 28 - 30; Figure 1, Items 13 - 13j). The examiner 
considers each independent removable element as a major portion. 

Lalande does not disclose that the two layers have different thicknesses nor does 
Lalande disclose that each of said tags has a minor portion, with said major portion 
having a surface area at least ten times greater than a surface area of said minor 
portion and wherein upon removal of said major portion from said first layer, said minor 
portion remains adhered to said first layer. 

Good discloses each of said tags having a major portion and a minor portion 1 5, 
with said major portion 16 having a surface area greater than the surface area of said 
minor portion (Figure 1, Items 15, and 16) and wherein upon removal of said major 
portion from said first layer, said minor portion does not remain adhered to said first 
layer but is meant to be removed from the first layer (Column 3, Lines 61 - 65). Good 
further discloses that various changes can be made without changing the scope of the 
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invention and a mere die cut that is complete and removing any hang tags would also 
perform the same function of removing the minor portion from the hang tag and have 
them remain with the second layer. Therefore, it would have been obvious to a person 
having ordinary skill in the art at the time the invention was made to incorporate Good's 
die cut, but make them full, into the major portions 13 of Lalande in order to allow for the 
tag to be attached to clothes and consumer products, as taught by Lalande (Column 2, 
Lines 41 - 45), without having to stitch a tag onto an item. In regards to the minor 
portion having a surface area ten times smaller than that of the major portion one only 
needs to reduce the size of the cut and a change in size of a component is seen as only 
requiring routine skill in the art. 

With respect to the first and second layer having different thicknesses it is 
disclosed in Lalande that the first and second layers are different material and therefore 
possibly have different thickness. Also Good discloses a thickness for the face stock 1 1 
material, which the tag is made from, along with the silicone coating release liner 
(Column 4, Lines 54 - 64). Lalande modified by Good discloses the claimed invention 
except for the first and second layers having different thickness. It would have been an 
obvious matter of design choice to have the layers be a different thickness, because 
such a modification would have involved a mere change in the size of a component. A 
change in size is generally recognized as being within the level of ordinary skill in the 
art. 
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Lalande modified by Goode does not disclose a UV curable coating composition 
securing the first and second layers one to another upon application of a treatment to 
form a seal. 

Tighe discloses an ultraviolet curable coating 30 in a heat transferable laminate 
(Column 7, Lines 5-17; Figure 1 , Item 30) cured with an H-bulb (Column 12, Lines 50 
- 55). Therefore, it would have been obvious to a person having ordinary skill in the art 
at the time the invention was made to alter Lalande, as modified by Good, and 
substitute Lalande's silicone coating and adhesive 14 with Tighe's release layer 20 and 
ultraviolet curable coating 30 in order to have an alternate option as ultraviolet curing is 
seen as a routine design choice in the art. 

Furthermore, Lalande modified by Good is capable of having one of said first and 
second layers to enable curing energy to pass through and with the modification of 
Tighe the curing energy would form a bond between said first and second layers. 

In regards to Claim 1 1 , as applied to Claim 10, please review the Claim 10 
rejection. 

In regards to Claim 12, as applied to Claim 10, Lalande discloses that the first 
layer 16 has a coating of silicone on the bottom surface (Column 2, Lines 24 - 28). 

In regards to Claim 13, as applied to Claim 10, it is stated that removable items 
13 will be printed on as they pass through a printer (Column 1 , Lines 20 - 23) and it is 
therefore obvious that the peelable laminate is substantially planar since printers require 
substantially planar surfaces to be fed in order to prevent jamming and inaccuracies 
printing. 
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In regards to Claim 14, as applied to Claim 10, it has been held that a recitation 
with respect to the manner in which a claimed apparatus is intended to be employed 
does not differentiate the claimed apparatus from a prior art apparatus satisfying the 
claimed structural limitations. 

The phrases "...used to create apparel or textile tags, ski or lift tickets, entry or 
admission passes..." do not further limit the claimed and are merely functional/intended 
use statements not defining any specific structure. It should be noted that it has been 
held that a recitation with respect to the manner in which a claimed apparatus is 
intended to be employed does not differentiate the claimed apparatus from a prior art 
apparatus satisfying the claimed structural limitations. The only requirement is that the 
prior art reference be capable of said intended use. See MPEP 21 14. In this case, 
composite form assembly of Lalande altered by Good as applied to Claim 10 will be 
able to perform the intended function. 

In regards to Claim 15, as applied to Claim 10, applicant has failed to disclose 
the criticality of the thickness of the layers. Therefore, it would have been obvious to a 
person having ordinary skill in the art at the time the invention was made to vary the 
ranges of thickness in order to create a wide variety of uses. A large range would allow 
for use in personal printers to industrial printers, also the range would allow for users to 
use a layer of material that either provides a large amount of support or smaller amount 
of support. This would relevant when die cutting and for using a layer as a release ply. 

In regards to Claim 16, as applied to Claim 10, neither Lalande nor Good 
disclose that the coating composition includes acrylated monomers and oligomers. 
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Tighe discloses that the coating 20, which creates a coating composition with 
coating 30, includes oligomers which would also include acrylated monomers (Column 
7, Lines 28 - 31 ). Therefore, it would have been obvious to a person having ordinary 
skill in the art at the time the invention was made to alter Lalande, as modified by Good, 
and substitute Lalande's silicone coating and adhesive 14 with Tighe's release layer 20 
and ultraviolet curable coating 30 in order to have an alternate option as ultraviolet 
curing is seen as a routine design choice in the art. 

Response to Amendment 

The 35 U.S.C. 1 12 2 nd paragraph rejections and 35 U.S.C. 102(b) rejections have 
been withdrawn. 

Response to Arguments 

Applicant's arguments filed on November 6, 2006 have been fully considered but 
they are not persuasive. 

In regards to Claim 17 not being properly rejected under 35 U.S.C. 102(b), 
applicant has referred to the Claim 10 obviousness rejection and not the Claim 17 
rejection. Please review age 8 of the response to the Non - Final Office Action dated 
August 1 , 2006. 

Applicant correctly noted that Good was to be referred upon and not Kelly and 
Claims 12 - 15 were inadvertently left out of the preamble but, they relied upon a Claim 
10 which was included in said preamble. 
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In response to applicant's argument that the references fail to show certain 
features of applicant's invention, it is noted that the features upon which applicant relies 
(i.e., frangible bond) are not recited in the rejected claim(s). Although the claims are 
interpreted in light of the specification, limitations from the specification are not read into 
the claims. See In re Van Geuns, 988 F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). 

Claims 4 and 12 as written in the Claims do not require that the coating of silicon 
not be part of the assembly. 

In response to applicant's argument that there is no suggestion to combine the 
references, the examiner recognizes that obviousness can only be established by 
combining or modifying the teachings of the prior art to produce the claimed invention 
where there is some teaching, suggestion, or motivation to do so found either in the 
references themselves or in the knowledge generally available to one of ordinary skill in 
the art. See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988)and In re 
Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, the motivation 
was based on the knowledge known generally. 

In response to the barrier layer of Tighe, the layer is strong enough to be rolled 
(Column 7, Lines 13-17; Tighe) and still have all components in the assembly together 
therefore there is no reason to believe the any elements would fall away from the 
carrier. 

In regards to arguments not addressed in this section, please review the above 
rejections. 
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Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Pradeep C. Battula whose telephone number is 571- 
272-2142. The examiner can normally be reached on Monday - Friday 7:00AM - 
3:30PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Monica S. Carter can be reached on 571-272-4475. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

PCB 

Patent Examiner 
November 28, 2006 




